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RESPONSE TO NOTICE OF NON-COMPLAINT APPEAL BRIEF 

MS APPEAL BRIEF - PATENTS 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 223 13-1450 

Madam: 

INTRODUCTORY COMMENTS 
In response to the Examiner's Notice of Non-compliant Appeal Brief c a cd St pte n v 30, 
2009, Applicants respectfully submit the corrected "STATUS OF THE CLAIMS" and 
"APPELLANTS* ARGUMENTS" sections of the Appeal Brief, in connection with the above- 

This reply raefades 
Remarks; 

Corrected "STATUS OF THE CLAIMS" Section; and 
Corrected "APPELLANTS'' ARGUMENTS " Section. 
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REMARKS 

In response to the Examiner's Notice: of Non-compliant Appeal Brief, Applicants 
respectfully submit the corrected "Status of Claims" and "Appellants' Arguments" sections of 
the Appeal Brief (sec attachments). Reconsideration of the Appeal Brief is respectfully 
requested. 

m the event there are any matters remaining in this application, the Examiner is invited to 
contact Cheng-Kang (Greg) Hsu (Registration No. 61,007) at (703) 205-8000 in the Washington, 
D.C. area. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any 
additional fees required under 37 C.F.R. §§1.16 or 1 .17; particularly, extension of time fees. 



Dated; October 2 A 2009 



Paul Ci Lewis 
Registration No.: 43,368 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 

(703)205-8000 

Attorney for Appellants , : - -A. 

Attachments: Corrected "Status of the Claims" Section of the Appeal Brief 

Corrected "APPELLANTS' ARGUMENTS" Section of the Appeal Brief 
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HI, STATUS OF THE CLAIMS 

C a. t.n 1 18 _ e< c set forth in the attached 

Appendix. 

Claims 1 9-2 I in the Amendment of June 5, 2009 are not entered . 
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VII. APPELLANT'S ARGUMENTS 
1. Reject ion unde r 35 U.S.C. § 112, second paragraph 
Claims 1-18 

The Examiner alleged that the recitation '"the controller is further configured to extract 
data encoding the preview image directly from the stream of data, and to write the extracted data 
to a thumbnail file in order to create the preview image" as recited in claim 1 , "data encoding the 
preview image is extracted directly from the stream of data, and written to a thumbnail file in 
order to create the preview image" as recited in claim 6, and "the data encoding the preview 
image is extracted directly from the stream of data and is written to a thumbnail file in order to 
create the preview image" as recited in claim 17 are not clear and definite due to the term, 
"directly" as recited in claims 1, 6 and 17. Appellants respectfully submit that the term 
"directly" simply means that the data encoding the preview image is extracted from the stream of 
data on the fly {i.e., directly extracted from the stream of data), and is then written as a thumbnail 
file, thereby creating the preview image. See paragraph [036] of the specification as originally 
filed. Therefore, it is believed that independent claims 1, 6 and 17 and their dependent claims 
are clear and definite. 



2. Rejection under 35 LhS.C. § 103(a) over Searhy Irs view of Liu 
Claims 1, 6 aftd 17 

independent claim 1 recites a combination of elements including "the controller is further 
configured to extract data encoding the preview image directly from the stream of data, and to 
write them cted dats mm 1 file in order to create the preview image." 
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Independent claim 6 recites a combination of elements including "data encoding the 
n \ n < v. v ct i m stream of data, and written to a tl umhnail file in 

order to create the preview image." 

Independent claim 17 recites a combination of elements including "the data encoding the 
preview image is extracted directly from the stream of data and is written to a thumbnail file in 
order to create the preview image." 

s \~ s imit fi at the abo\ 1 cIcitk s set forth in 

independent claims 1, 6 and 17 are not disclosed nor suggested by the references relied on by the 
Examiner. 

As embodied in paragraphs [035]-[036] of the specification as originally filed, the data 
encoding the original scanned image is passed in a stream from the scanner 1 to the controller 1 0- 
The controller then scales down the data of the original scanned image when the data of the 
original scanned image arrives at the controller W so as to generate a preview image on the fly 
(see paragraph [036]). The scaled-down data is then sent by the controller 10 to the storage 
means 13 as a thumbnail file (see paragraph [037]). The data encoding the original scanned 
imag is 1 < --en i\ \vi ntn Jcr 10 to he storage means 13 s^e ■ 

in other words, in the present invention, the extracted data from the data encoding the 
original scanned image is not extracted alter the data encoding the original scanned image is 
stored in the storage means. Instead, the extracted data is extracted when the data of die original 

armed ima e e>aTact.ed data is directly e* t e da 

encoding the original scanned image on the fly. After the data is extracted, the extracted data is 
w i ittc - <> - a i :r w. \ * e wvbp c t at, ,g dK <?- 1 1 <en i>voge 
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The Examiner has correctly acknowledged that Searhy fails to teach extracting data 
encoding the preview image from the stream of data as recited in claims 1 , 6 and i 7. Therefore, 
U is believed that Searhy also fails to teach "the controller is further configured to extract data 
encoding the preview image directly from the stream of data, and to write the extracted data to a 
thumbnail file in order to create the preview image" as recited in claim L "data encoding the 
preview * eieci directly i e can f dati id written to -i hu fbnail file in 

order to create the preview image'" as recited in claim 6, and "'the data encoding the preview 
' , ^ ' earn of c c i v 

crt a, he pre 

Liu fails to cure the deficiencies of Searby. In particular, Liu describes a method for 
transform ig a < e n i nage and associated metadata in accordance with 

a parameter. Liu's method includes checking a compression tag contained in the metadata of the 
digit; i i the digit* age s obtained from a file stored in the Exchangeable Image 

File ("EXIF") formal, to determine whether a thumbnail image contained in the metadata of the 
digital image ;s in a compressed JPEG format. 

.However, Liu does not disclose or suggest directly extracting data encoding the preview 
image from the stream of data on the fly. More specifically, the EXIF stream 220 of Liu 
contains at lea ge in the tea ed 

simple metadata 206 and complex metadata 208. such as a thumbnail image or audio data. In 
other words, the thumbnail image in the EXIF stream 220 of Liu has already been created when 
the EXIF stream 220 is formed. Therefore, the thumbnail image in Liu has been created before 
it can be extracfe _ v ' > 22 ke Liu's teaching that, the thuml 
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pre-exists before it can be extracted, the thumbnail file in the claimed invention is created by 
v v stre v y s to teach "the control ei is 

further configured to extract data encoding the preview image directly from the stream of data, 
and to write the extracted data to a thumbnail hie in order to create the preview image" as recited 
in claim I < g e preview image is extracted directly from the stream of data, and 

written to a thumbnail file in order to create the preview image" as recited in claim 6, and "the 
data encoding the preview image is extracted directly from the stream of data and is written to a 
thumbnail file in order to create the preview image" as recited in claim 17. 

Appellants respectfully submit that the present invention is directed towards a scanner 
generating a stream of data that is processed in two ways: one is storing the data in a master file, 
and the other is extracting from the stream of data preview image encoding data. The preview 
image encoding data, which is also described as extracted data, is written to a thumbnail file. 
These features are clearly absent from the utilized references because they at best disclose using 
s enerate a sireai red i ^ sv ^ 1 vhich data is read and 

used to generate a preview image. This does not hav c cad at * v » k 
present invention of showing the preview image during the scanning of the document. 

With regard to the Examiner's reliance on the secondary references, these references have 
only been relied on for their teachings against some dependent claims. These references also fail 
i ^. v v v led int ependent 

claims i, 6 and 17. Accordingly these references hid to cure the deficiencies of Searby. 

> v i u c c ciduai each or 

suggest the limitations of amended independent claims 1, 6 and 17. Therefore. Appellants 
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submit t at amended ndependent claims 1, 6 and 17 clearly define over the 
teach tgs £ i zed reference 

Dependent Claims 2, 7-10 assd 15 
Claims 2. 7-K and 15 depend, c\±o r direct < > i v * - I 

and 6, and arc therefore allowable based on their respective dependence from independent c!a ins 
1 and 6, which are believed to be allowable. 

^Rej ection under 35 SJ.S.C. § 103(a) over Se-arby in view of Liu and Fatten 
Dependent Claims 3, 11 and 18 

Claims 3, 1.1 and 18 depend, either directly or indirectly, from independent claims 1 and 
6, and are therefore allowable based on their respective dependence from independent claims 1 
and 6, which arc believed to be allowable. 

4. Resection under 35 U.S.C. § 103(a) over Searby in view of Liu and Zhou 
Dependent Claims 4 and 12-14 
and depe direc ctiy, fi c d 6 

and are therefore allowable based on their respective dependence from independent claims 1 and 
6, which are >e!ie ed to be allowable 
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5. Rejection under 35 U.S.C. § 103.{a)..o.ve r Searby In view of Lra and Baggs 

Dependent Claims 5 and 16 
Claims 5 and 16 depend, either directly or indirectly, from independent claims 1 and 6, 
and are therefore allowable based on their respective dependence from independent claims 1 and 

6, which are behoved to be allowable. 

In view ol the above rem . hat claims 1-18 clearly 

define the present invention over the references relied on by the Examiner. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to Deposit Account No. 02-2448 far any 
additional fees required under 37 C.F.R. § 1.16 or under 37 C.F.R. §1.17; particularly, extension 
of time fees. 
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